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United Kingdom
Robert Guthrie and Becky Crawford
Osborne Clarke LLP

1	 Ownership of marks

Who may apply?

Any individual or entity may apply for a trademark where they are using 
a mark (or allowing someone else to use it with their consent) or intend 
to use it as an indicator of origin for goods or services.

2	 Scope of trademark

What may and may not be protected and registered as a 
trademark?

A trademark may be registered if it is a sign, which is capable of being 
represented graphically, and which is capable of distinguishing the 
goods and services of one undertaking from those of other undertakings.

The requirement for a sign to be capable of graphical representa-
tion means that it is more difficult in practice to register smells, sounds, 
colours and moving images as trademarks in the UK. However, this 
requirement is due to be removed for EU trademarks that cover the UK, 
on 1 October 2017 and for UK trademarks by 15 January 2019. Following 
the removal of this requirement, it will become easier to apply for 
sound, colour, smell and moving image marks.

Under UK law, even if a UK trademark complies with the above 
requirements, it will not be registered if:
•	 it is descriptive of the goods or services covered by the mark (eg, the 

quality, origin or quantity of the goods, etc); 
•	 its use has become customary for the goods or services covered by 

the mark; 
•	 it is otherwise devoid of any distinctive character, unless the mark 

has acquired distinctiveness prior to the application for registration;
•	 it consists exclusively of a shape that: 

•	 results from the nature of the goods; 
•	 is necessary to obtain a technical result; or 
•	 gives substantial value to the goods;

•	 it is contrary to public policy or morality;
•	 it is deceptive;
•	 it has been applied for in bad faith;
•	 it contains a specially protected emblem (eg, the royal arms, a 

national flag, hallmarks, etc); or
•	 its use has been prohibited in the UK.

If the subject matter of a mark fails to comply with the requirements set 
out above (the ‘absolute grounds for refusal’) then it cannot be regis-
tered, but it may still be capable of protection at common law (see ques-
tion 3). 

3	 Common law trademarks

Can trademark rights be established without registration?

It may be possible for the owner of an unregistered trademark, name, 
trade dress or ‘get up’ of a product to protect its brand at common law 
under the tort of passing-off. In order to claim protection under passing-
off, a claimant must be able to establish that: 
•	 it owns goodwill attached to the goods or services in the UK; 
•	 the defendant has made a misrepresentation that is likely to con-

fuse the public into thinking that the goods or services offered by 
the defendant are those of the claimant; and 

•	 the misrepresentation has caused damage to the claimant. 

An actionable misrepresentation under the law of passing-off may 
include the use of an identical or similar trademark, thereby effectively 
providing protection for common law trademarks.

4	 Registration time frame and cost

How long does it typically take, and how much does it 
typically cost, to obtain a trademark registration? What 
circumstances would increase the estimated time and cost of 
filing a trademark application and receiving a registration? 
What additional documentation is needed to file a trademark 
application?

An application for a UK trademark that does not encounter any objec-
tions or oppositions would typically take around three months from the 
filing of the application to proceed to registration, although this depends 
on the workload of the UK Intellectual Property Office (the UKIPO). 
The UKIPO’s filing fees for a trademark in a single class are £170 for 
an online application or £200 for a paper filing, with an additional fee 
of £50 for each additional class. If the applicant is based outside of the 
UK, then he or she must appoint agents within the European Economic 
Area (EEA) or Channel Islands to act as an address for service when fil-
ing the application.

Many applicants instruct lawyers or trademark attorneys to draft 
the specification of goods and services and to file the application on 
their behalf, which incurs additional fees. If the examiner raises any 
objections or a third party seeks to oppose the application then this will 
extend the time frame and is likely to increase the costs associated with 
the registration. 

5	 Classification system

What classification system is followed, and how does this 
system differ from the International Classification System 
as to the goods and services that can be claimed? Are multi-
class applications available and what are the estimated cost 
savings?

The UK uses the Nice International Classification system. It is possible 
to file multi-class applications for UK trademarks, with the costs savings 
set out at question 4.

6	 Examination procedure

What procedure does the trademark office follow when 
determining whether to grant a registration? Are applications 
examined for potential conflicts with other trademarks? May 
applicants respond to rejections by the trademark office?

The current UKIPO practice for examination of trademark applications 
is set out in the Examination Guide contained in the Manual of Trade 
Marks Practice.

The UKIPO will examine an application to establish whether it 
complies with the ‘absolute grounds’ criteria set out at question 2. If 
an application fails to comply with these requirements then it will be 
rejected.
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Following substantive examination, the UKIPO will identify 
whether there are any pre-existing UK or EU trademarks that are either 
identical or so similar that there would be a likelihood of confusion (the 
relative grounds of refusal). If such a mark exists, then this will not pre-
vent registration, but the examiner is required to notify the owner of 
the earlier UK trademark if the application is accepted for publication. 

If the UKIPO examiner objects to the application then the appli-
cant will have two months to respond. Depending on the objection, the 
applicant may request a hearing, file evidence of use (to show acquired 
distinctiveness) or amend or divide the application (to allow those 
classes for which the application is acceptable to proceed). 

7	 Use of a trademark and registration

Does use of a trademark or service mark have to be claimed 
before registration is granted or issued? Does proof of use 
have to be submitted? Are foreign registrations granted any 
rights of priority? If registration is granted without use, is 
there a time by which use must begin either to maintain the 
registration or to defeat a third-party challenge on grounds of 
non-use?

A trademark need not be in use before registration is granted. However, 
an application for a UK trademark requires a declaration that the appli-
cant is either using or intends to use the mark. 

While the UK trademark office does not require evidence of use 
to be filed, if a trademark is not used within five years of registration 
then it may be vulnerable to a revocation action by a third party and the 
owner will need to submit evidence of use to defeat the action.

Foreign applications in countries that are either a party to the Paris 
Convention or that have an agreement with the UK for reciprocal pro-
tection of trademarks will be granted a right of priority for six months 
from the date of the application. This means that if that applicant files 
an application for the same mark and same classes of goods and ser-
vices in the UK within the six-month period, then they will be able to 
claim priority from the date of the foreign application.

8	 Appealing a denied application

Is there an appeal process if the application is denied?

If the UKIPO denies a trademark application then the applicant can 
appeal to the trademark office within two months of the decision. The 
appeal may involve the applicant requesting a hearing before a senior 
officer to discuss the case. Once the written decision of the hearing is 
available, if the applicant remains unhappy with the decision, they can 
appeal either to an ‘appointed person’, who is usually a respected bar-
rister or solicitor specialising in trademark law, or to the High Court. 

9	 Third-party opposition

Are applications published for opposition? May a third 
party oppose an application prior to registration, or seek 
cancellation of a trademark or service mark after registration? 
What are the primary bases of such challenges, and what 
are the procedures? May a brand owner oppose a bad-faith 
application for its mark in a jurisdiction in which it does not 
have protection? What is the typical range of costs associated 
with a third-party opposition or cancellation proceeding?

UK trademark applications are published for opposition, with third par-
ties given two-months to file an opposition. It is also possible for third 
parties to file a notice of threatened opposition, which increases the 
opposition time to three months. The proprietor of a registered trade-
mark can oppose an application on the basis that: 
•	 the mark is identical to the opponent’s prior registration and covers 

identical goods and services; 
•	 the opposed mark is identical or similar to the opponent’s mark for 

identical or similar goods and services and there is a likelihood of 
confusion; and/or 

•	 the opposed mark is identical or similar to the opponent’s mark 
and the use of the opposed mark would be detrimental or take 
unfair advantage of the pre-existing mark’s reputation. 

Similarly, a third party that has unregistered rights may oppose an 
application on the basis that it gives rise to an action in passing-off (see 
question 3 for further detail). An opponent could also file an opposition 
based on the absolute grounds of refusal set out at question 2 (including 
bad faith). The opponent would need to file a notice of opposition and 
pay the appropriate fee (£100–£200).

It is also possible for a third party to seek cancellation of a mark 
after registration on the grounds that it is invalid (ie, the absolute or 
relative grounds of refusal existed at the time it was registered). It is also 
possible for a third party to pursue a revocation action against a mark 
that has: 
•	 not been used for five years following registration; 
•	 become a common name for the goods or services for which it is 

registered in the industry; or 
•	 been used in a manner that misleads the public. 

The third party would need to file a notice of cancellation and pay the 
appropriate fee (£200). The costs of fully contested opposition and can-
cellation proceedings can vary considerably depending on the amount 
of evidence that is filed and the approach taken to the proceedings by 
the parties.

10	 Duration and maintenance of registration

How long does a registration remain in effect and what 
is required to maintain a registration? Is use of the 
trademark required for its maintenance? If so, what proof 
of use is required?

A UK trademark registration initially remains in effect for 10 years, 
with the possibility to renew for further periods of 10 years indefinitely. 
There is no need to submit evidence of use to the UKIPO when applying 
for renewal.

11	 The benefits of registration

What are the benefits of registration?

In the UK, it is often easier, quicker and more cost-effective to use a reg-
istered trademark to prevent another entity from using the same mark, 
rather than relying on unregistered rights in a passing-off action. This 
is the case whether the trademark is being enforced before the courts 
or by the UK’s customs authorities. For the same reason, a registered 
trademark is more likely to act as a deterrent to infringers.

If a mark is registered then it will also make it easier for a proprietor 
to oppose any future applications by third parties to register an identical 
or similar mark. 

It is also easier to exploit and commercialise a registered trademark 
(eg, through licensing arrangements) in the UK. 

12	 Licences

May a licence be recorded against a mark in the jurisdiction? 
Are there any benefits to doing so or detriments to not doing 
so?

A licence may be recorded against a trademark at the UKIPO. If a licence 
is not recorded then it will be ineffective against a person acquiring a 
conflicting interest in or under the registered trademark in ignorance 
of that licence. In addition, recording a licence can provide the licensee 
with rights to bring infringement proceedings in certain circumstances. 
Finally, if a licence is not recorded within a period of six months then a 
licensee who subsequently brings infringement proceedings may not be 
entitled to recover their legal costs. 

13	 Assignment

What can be assigned?

A registered trademark can be assigned with or without goodwill. 
However, if the trademark concerned does have associated goodwill 
then it would be usual for this to be assigned with the registered mark. 
If not, then care will be needed to ensure that the respective rights of 
the assignor or assignee following assignment are provided for in the 
agreement to ensure that the assignee’s intended use of the registered 
trademark will not infringe any unregistered rights in the goodwill in 
the mark that has been retained by the assignor. 
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A registered trademark can be wholly or partially assigned. If it is 
partially assigned, then the mark can be divided into two registered 
trademarks with one being retained by the assignor and the other being 
assigned to the assignee. 

Under UK law goodwill attaches to the business and therefore it is 
not possible to assign goodwill in a mark independent from the underly-
ing business to which that goodwill attaches.

14	 Assignment documentation

What documents are required for assignment and what form 
must they take?

An assignment of a registered mark is not effective unless it is in writing 
signed by or on behalf of the assignor or their representative. No other 
formal requirements, such as notarisation, are required. 

15	 Validity of assignment

Must the assignment be recorded for purposes of its validity?

An assignment does not need to be recorded for purposes of its validity. 
However, until it is recorded the assignment is ineffective as against a 
person acquiring a conflicting interest in or under the registered trade-
mark in ignorance of it. This means that a third party could potentially 
acquire the registered mark from the previous recorded owner if the 
new owner has not yet recorded their interest. 

16	 Security interests

Are security interests recognised and what form must they 
take? Must the security interest be recorded for purposes of its 
validity or enforceability?

Security interests over a registered trademark can include mortgages 
and fixed or floating charges. The security interest does not need to be 
recorded for the purposes of its own validity or enforceability against 
the trademark owner. However, if the interest is not recorded then the 
security will be ineffective against a person acquiring a conflicting inter-
est in or under the registered trademark in ignorance of the security. 
This means that the registered trademark could be assigned to a third 
party without the encumbrance of the security interest. 

It is not possible to record security interests over goodwill at the UK 
trademark office but if the trademark owner is a registered company or 
similar corporate vehicle then it will be possible to register such security 
interest at Companies House.

17	 Markings

What words or symbols can be used to indicate trademark use 
or registration? Is marking mandatory? What are the benefits 
of using and the risks of not using such words or symbols?

It is not mandatory to use any words or symbols to indicate trademark 
use or registration. If a trademark is registered then it is common to use 
the ® symbol or sometimes the words ‘registered trademark’. It is a crim-
inal offence to use these symbols or otherwise represent that a mark is 
registered in the UK when it is not.

There are no direct legal benefits of using the ® symbol, but it serves 
to make it clear to potential infringers that the mark is registered, which 
may have a deterrent effect.

18	 Trademark enforcement proceedings

What types of legal or administrative proceedings are 
available to enforce the rights of a trademark owner against 
an alleged infringer or dilutive use of a mark, apart from 
previously discussed opposition and cancellation actions? 
Are there specialised courts or other tribunals? Is there 
any provision in the criminal law regarding trademark 
infringement or an equivalent offence?

A trademark owner’s primary means of redress for the infringement 
of its registered trademark will be to issue infringement proceedings. 
The trademark owner would usually have the choice of bringing pro-
ceedings before the High Court; or the Intellectual Property Enterprise 
Court, which is intended to be a lower cost forum for claims with a value 
between £10,000 and £500,000. 

In respect of counterfeit goods, a number of bodies are empowered 
to enforce criminal offences relating to the use of signs that are identi-
cal to, or likely to be mistaken for, a registered trademark, in particular 
trading standards. Trademark owners can also take advantage of border 
enforcement mechanisms – which may result in goods being seized (and 
potentially destroyed) by Customs authorities when goods are entering 
the UK from outside of the EEA. It is also possible for trademark own-
ers to bring private criminal prosecutions for trademark infringement, 
although this is fairly unusual. 

19	 Procedural format and timing

What is the format of the infringement proceeding?

The usual procedure in infringement proceedings in the High Court is 
as follows:
•	 proceedings are issued and the parties exchange statements of 

case;
•	 the parties agree or the court determines the directions and timeta-

ble of the case leading up to trial; 
•	 the parties search for, and disclose to each other, relevant 

documents; 
•	 the parties exchange witness statements and any expert reports; 
•	 the parties exchange written arguments prior to trial;
•	 trial takes place, including cross-examination of each parties’ wit-

nesses and experts where appropriate; and 
•	 judgment is delivered. 

A similar but more streamlined procedure takes place in the Intellectual 
Property Enterprise Court. In particular, claims before the Intellectual 
Property Enterprise Court may involve little or no disclosure of docu-
ments, may not involve cross-examination of witnesses and may even 
be decided on the papers alone without an oral hearing. 

The length of proceedings can vary depending on the size and com-
plexity of the dispute, but would typically take a year to a year-and-a-
half in both the High Court and the Intellectual Property Enterprise 
Court.

When a criminal case is brought by way of private prosecution, the 
prosecutor lays ‘an information’ before the magistrates’ court – this is 
a summary of the case in writing – and the magistrates’ court will then 
issue and serve a summons on the offender requiring them to attend 
court within a month. When the individual appears in court, they will 
enter a plea. If the defendant pleads guilty then the magistrates’ court 
can arrange sentencing, or in more serious cases it may commit the case 
to the Crown Court for sentencing. If the offender pleads not guilty then 
the case will proceed through disclosure and will be committed for trial. 
Most cases will remain in the magistrates’ court, but where the case is 
more serious or where the defendant elects a trial by jury, the case may 
be transferred to the Crown Court.

20	 Burden of proof

What is the burden of proof to establish infringement or 
dilution?

In civil proceedings for trademark infringement the burden of proof 
will lie with the claimant (usually the trademark owner) and they will be 
required to establish that burden on the balance of probabilities. 

In respect of criminal proceedings, the burden of proof is the nor-
mal criminal standard that the tribunal or jury is sure that the offence 
has been committed. It is of relevance here that it is a defence for a per-
son charged with a criminal trademark infringement offence to show 
that he or she believed on reasonable grounds that their use of the sign 
was not an infringement of the registered trademark. Therefore, if this 
defence is raised, the tribunal must be sure that the defendant did not 
have this belief. 

21	 Standing

Who may seek a remedy for an alleged trademark violation 
and under what conditions? Who has standing to bring a 
criminal complaint?

The following may bring a civil claim for infringement of a registered 
trademark: the owner; an exclusive licensee in circumstances where the 
exclusive licence provides that the licensee has the right to bring such 
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infringement proceedings; and any other licensee in circumstances 
when they have called on the trademark owner to take infringement pro-
ceedings and the trademark owner has refused to do so or has failed to 
do so within two months of being called upon by the licensee. However, 
this right of other licensees is subject to any provisions to the contrary 
in their licence or any licence through which their interest is derived. 

Anyone can bring a private prosecution for criminal trademark 
infringement. However, the Department of Public Prosecutions retains 
the right to take over any such prosecution and then discontinue it. 

22	 Foreign activities

Can activities that take place outside the country of 
registration support a charge of infringement or dilution?

In general only activities taking place within the UK can support an 
infringement claim. However, such activities may take place without 
the alleged infringer or the alleged goods entering the UK. An example 
of this would be the sale of infringing goods through a website that is 
accessed by consumers in the UK. The UK courts have taken the view 
(supported by rulings of the Court of Justice of the European Union 
(CJEU)) that offers for sale and, any subsequent sales, from foreign-
based websites can infringe trademarks in the UK when the website is 
directed, at least in part, to UK consumers. 

In addition, proceedings can be brought in the UK when allegedly 
infringing acts are threatened. This means that it may be possible to 
bring infringement proceedings in the UK on the basis of preliminary 
activities taking place wholly outside of the UK. 

23	 Discovery

What discovery or disclosure devices are permitted for 
obtaining evidence from an adverse party, from third parties, 
or from parties outside the country?

The standard position in trademark infringement proceedings is that 
both parties are required to disclose relevant documents in their pos-
session as part of the proceedings. It is also possible to seek preliminary 
disclosure of certain specified documents prior to the commencement 
of proceedings, either from the potential defendant or third parties, 
whether those parties are located inside or outside the country. 

24	 Timing

What is the typical time frame for an infringement or dilution, 
or related action, at the preliminary injunction and trial levels, 
and on appeal?

If the urgency of the matter justifies it, preliminary injunctions can 
be heard and dealt with very quickly. However, a more usual position 
would be for a preliminary injunction to be heard within a time period 
of one to three months with potentially a short initial hearing after three 
to four days to decide whether a preliminary injunction should be put in 
place prior to the full hearing of the application. 

It is also possible to expedite proceedings, often referred to as a 
‘speedy trial’, within a few months. However, it is more usual for trials 
of trademark infringement proceedings to be listed between one and 
one-and-a-half years after proceedings are issued. In certain extreme 
cases, where there are a number of preliminary issues to be dealt with, 
this timetable can stretch further. 

Appeals of first-instance trademark infringement proceedings have 
generally tended to be held six to nine months from the original deci-
sion. However, the Court of Appeal is currently suffering a significant 
backlog, which has meant that some appeals have taken up to a year or 
more to be heard. 

25	 Litigation costs

What is the typical range of costs associated with an 
infringement or dilution action, including trial preparation, 
trial and appeal?

The costs of litigation can vary enormously depending on the value and 
complexity of the case and the resources of the parties involved. On one 
end of the scale, the Intellectual Property Enterprise Court operates a 
cap on recovery of costs from the other side of £50,000 (although the 
legal costs actually incurred can often be significantly higher than this). 
However, it would not be unusual for high-value cases before the High 
Court to incur legal costs in excess of £1 million on each side if the case 
proceeds to trial. In extreme cases, costs can be significantly higher than 
£1 million, especially when you include the potential costs of appeals 
and possibly even references to the CJEU on aspects of EU law.

Update and trends

Brexit
EU trademarks may cease to have effect in the UK once the UK leaves 
the European Union. It seems likely that transitional legislation will be 
introduced to ensure that there is protection in the UK for EU trademark 
registrations and that EU rights holders will not be prejudiced. However, 
EU trademark owners will want to consider whether to apply for 
equivalent UK trademarks now for their key marks. 

A revised Trademark Directive was adopted in 2016 and EU 
member states, including the UK, have until 15 January 2019 to 
incorporate the changes into UK law. In the longer term, UK courts may 
gradually reach decisions on the scope of currently harmonised rights 
(including trademarks), which differ from the CJEU case law. 

Trademark rights in the UK are currently exhausted if goods have 
legitimately been put on the market in the EU. It is not currently known 
whether the UK will continue to operate such an EU-wide approach 
to exhaustion of rights once it leaves the EU, or whether it might 
instead adopt a UK-only approach or perhaps even apply international 
exhaustion. 

Graphic representation
The requirement for a trademark to be capable of being represented 
graphically will no longer apply for EUTM applications from 1 October 
2017. This change is also due to be implemented for UK trademark 
applications by 15 January 2019. Following the removal of this 
requirement, it will become easier to apply for sound, colour, smell and 
moving image marks.

Unjustified threats
The Intellectual Property (Unjustified Threats) Act is expected to 
come into force in October 2017. In the UK, a threat made concerning 
trademark infringement can attract liability. Briefly, the Unjustified 
Threats Act aims to: 

•	 introduce greater consistency in this area for different IP 
rights: and 

•	 define what constitutes a threat more clearly, through a statutory 
test. 

The act also sets out that legal representatives can no longer be held 
liable for unjustified threats, so long as their client is identified in the 
relevant communication. 

Blocking injunctions
The Court of Appeal has recently upheld a High Court decision that 
blocking injunctions (which require an ISP to block its users’ access 
to certain websites) are available in cases of trademark infringement. 
Despite the Court of Appeal finding that the ISP was not guilty 
of any wrongdoing, it held that the ISP should bear the costs of 
implementing the order. The question of who should pay these costs 
led to a dissenting judgment in the Court of Appeal and the ISP has 
now received permission to appeal the issue in the UK Supreme Court 
(Cartier International v British Sky Broadcasting Ltd). 

Adwords
The High Court has recently clarified the law of England and Wales 
in relation to bidding on a competitor’s trademark in keyword 
advertisements. Previous case law had established that it was fair 
competition to bid on a competitor’s trademark so long as internet 
users could determine which entity the goods or services came from. 
The High Court has clarified in the case of Victoria Plum v Victorian 
Plumbing that where the marks are highly similar, so that it would 
not be clear to the average internet user that the two undertakings 
were unconnected, this type of activity may amount to trademark 
infringement. Businesses should therefore take care when bidding on 
competitor’s trademarks to promote their own goods and services. 
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26	 Appeals

What avenues of appeal are available?

Decisions of the High Court and the Intellectual Property Enterprise 
Court can be appealed to the Court of Appeal. It is necessary to get per-
mission to appeal, either from the court whose decision is to be appealed 
or, if such permission is denied, directly from the Court of Appeal itself. 
Decisions of the Court of Appeal can potentially be appealed to the 
Supreme Court, which is the UK’s highest court. Again, it is necessary to 
get permission to appeal from either the Court of Appeal or the Supreme 
Court, such permission generally being hard to obtain in trademark 
cases.

27	 Defences

What defences are available to a charge of infringement or 
dilution, or any related action?

There are some subtle differences between the defences currently avail-
able for EU trademarks, which can be relied upon in infringement pro-
ceedings in the UK, and UK trademarks but in broad terms the defences 
are the same for both marks, namely:
•	 the honest practices defences, which only apply if the use is in 

accordance with honest practices in industrial or commercial 
matters:

•	 an own name defence – for EU marks this defence only applies to 
natural persons and not companies and similar entities; 

•	 a descriptive use defence – for EU marks this defence has recently 
been broadened to also include non-distinctive use; and

•	 an intended purposes defence, which is intended to enable third 
parties to advertise their product as accessories or spare parts 
for branded goods – for EU marks this defence has recently been 
broadened to include any use for the purpose of identifying or refer-
ring to the proprietor of the trademark’s goods or services; 

•	 an acquiescence defence, that applies if a later mark has been regis-
tered and used for five years with the knowledge of the owner of the 
earlier mark; and 

•	 an earlier local right defence – which provides that a registered 
trademark is not infringed by the use of an earlier common law 
right in a particular locality (such ‘local’ right not being sufficient to 
invalidate the registered trademark). 

UK law also provides that a registered trademark is not infringed by 
the use of another registered trademark for the goods and services for 
which it is registered. The practical reality of this is that the owner of the 
registered trademark will need to take steps to invalidate a later trade-
mark registration before it succeeds in any trademark infringement pro-
ceedings brought against the use of that mark. However, it is generally 
thought that this provision is not compatible with the UK’s obligations 
under EU law and is therefore vulnerable to being declared invalid by 
the courts. 

28	 Remedies

What remedies are available to a successful party in an action 
for infringement or dilution, etc? What criminal remedies 
exist?

A successful claimant in trademark infringement proceedings will nor-
mally be entitled to seek either damages – the loss caused to them by 
means of an infringement or, if it is not possible to point to such a loss, 
a payment on the basis of a reasonable royalty – or an account of the 
profits of the defendant that are attributable to their infringing acts. 
A successful claimant would also normally be granted a permanent 
injunction preventing the defendant from infringing in the future. It is 
harder to obtain a preliminary injunction prior to the determination of 
the dispute at trial as the UK courts will not focus on the merits of the 
dispute but will instead ask who will likely suffer the most irreparable 
harm if the preliminary injunction is or is not granted. Also important 
is that the successful party would normally be awarded its legal costs. 

A successful criminal prosecution in the Crown Court could result 
in the infringer being imprisoned for up to a maximum of 10 years or 
facing a fine or both. However, as set out at question 19, the majority 
of cases will remain in the magistrates’ court where the maximum sen-
tence is six months’ imprisonment or a fine or both. The court can also 
order the defendant to deliver up or destroy any infringing goods, and 
if it suspects that the infringer may have concealed criminal property or 
removed it from the UK then it could make a confiscation order. Finally, 
where the claimant has suffered quantifiable loss, the court may make 
a compensation order.

29	 ADR

Are ADR techniques available, commonly used and 
enforceable? What are the benefits and risks?

Arbitral awards are generally enforceable and the use of arbitration or 
other ADR techniques to settle disputes is fairly common, especially 
when the dispute arises from a commercial relationship (eg, a licence 
agreement). In many cases, contractual agreements will provide for 
arbitration or mediation to resolve any dispute. It is also open to parties 
to use ADR to resolve disputes when they have not had any previous 
commercial relationship, but the engagement of a formal ADR process 
for such a dispute would be fairly unusual.

30	 Famous foreign trademarks

Is a famous foreign trademark afforded protection even if 
not used domestically? If so, must the foreign trademark 
be famous domestically? What proof is required? What 
protection is provided?

The proprietor of a trademark that is entitled to protection under the 
Paris Convention or the WTO agreement as a well-known trademark 
is entitled to an injunction to prevent use in the UK of a trademark 
or the essential part of a trademark that is identical or similar to the 
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well-known trademark in relation to identical or similar goods or ser-
vices, where the use is likely to cause confusion.

It is generally accepted that to qualify for protection the trademark 
must be well known in the UK. 

There has been relatively little case law on this provision in the UK. 
This is probably in part because such protection would only be required 
if there has been no use of the mark in the UK at all. If there has been use 
of the mark in the UK then it is likely to have obtained goodwill, which 
will be protectable under the UK law of passing-off. 
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