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Status of EU Law in UK

"Retained" EU law now "assimilated"

EU case law:

» CoA and SC can depart in limited
circumstances (EUWA)

» But section 6 REUL on pause

Use of a UKTM in the EU counts If prior
to 1 January 2021 — only ~12 months left

EEA exhaustion in UK but not vice versa

Difficult choices e.g. unregistered designs
and databases

REUL = Retained EU Law
(Revocation and Reform)

Act 2023

EUWA = European Union
(Withdrawal) Act 2018




Status of UK Law in EU

* Observing landmark cases, e.g. Getty Images v Stability Al

« After 2025, use of an EUTM in the UK prior to 1 January 2021 no
longer falls within the relevant period of time

| |

| |

| |

Use in UK ! Period of five years, in which use in !

= ! UK can be claimed as use in EU in !

Use in EU I cancellation proceedings I

(EGC T-766/20) | I
01/01/2021 01/01/2026

« Utilizing European General Court ruling “The Standard”?

European General Court, 13 July 2022 — T-768/20 Oc¢



Status of UK Law in EU — EGC: “The Standard”

« EUTM pJBpuels alu registered for hotel services (i.a.)

* Owner provided evidence for hotel services in the US and for
advertising and contracting in the EU

 EUIPO: hotel services were only provided in the US, therefore trade
mark was only used in the US

« EGC: a service trade mark is not only used where the service is
provided - advertising for services in the EU constitutes
trade mark use for those services in the EU or goods offered to EU

European General Court, 13 July 2022 — T-768/20 O¢
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Status of UK Law in EU — EGC: “The Standard”

Transfer of case law to services in the UK:
« Services only provided in the UK
« Services also advertised in the EU
« Or goods offered to EU

— advirPSE?J / offter under thebcont$f§t§d ir?de Possibility to preserve
mark to customers can be sufficient for EUTM rights through
trade mark use in the EU

CACLCEEVA

advertising in the EU

European General Court, 13 July 2022 — T-768/20 O¢
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Directors' liability — now harder in the UK for trade mark infringement?

Joint liability: common design / procuring "It is unjust to hold a director personally liable

an infringement for acts done in the ordinary course of
performing the director's role which cause the
company to commit a tort, if the director has
not acted wilfully or knowingly."

The director "must know the essential
facts which make the act unlawful”

NB other IP rights may be different (e.qg.
copyright)

Leggatt JSC in Lifestyle Equities CV & Anor v Ahmed & Anor [2024] UKSC 17 O¢
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Directors' liability in Germany / the EU

(presumably) directly
responsible

Interim: sufficient to have knowledge of
infringement and not have prevented it

Restrictive again: involvement through
positive action or omission in breach of
duty, mere knowledge not sufficient

— rebuttable presumption: decisions typically
reserved for director were initiated by them,
e.g. general advertising presence

[ 4
’

‘*

indirectly
responsible

“Storerhaftung” (Breach of Duty of Care —
Intermediary liability) if the director
Intentionally and adequately contributed to
the infringement in any way — breach of
reasonable inspection obligations

Liable for indirectly contributing, e.g.
Internet service providers, website hosts,
operators of online marketplaces
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Lookalikes

VOTE PLEASE!




Example 1: Lidl's logo copied by Tesco's clubcard?

The "original” (trade marks)

The Wordless Mark The Mark with Text

The infringement?

£9

Clubcard
Price
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Example 2: Thatchers' cloudy lemon cider vs Aldi's "Taurus" cloudy
cider lemon?

The "original” (trade mark) The Infringing product?
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Example 3: M&S's light-up gin copied by Aldi's light-up gin?

The "original” (registered The infringing product?
designs)
¥ ] n
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Example 4: Exploitation of the reputation of “Jagermeister™?

|h
i

I 11

e

Earlier trade mark Contested sign

Low degree of similarity between signs can be sufficient for
necessary link for exploitation of reputation (Art. 8(5) EUTMR)

EUIPO, 20 June 2023 — R 1952/2022
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Example 5: Unfair Imitation of “"KERRYGOLD” products?

Unfair imitation if it creates deception of origin, the imitation itself is
not sufficient (Sec. 4 No. 3 UWG [,Unfair Competition Act*])

German Federal Court of Justice, 26 January 2023 — | ZR 15/22
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The "easy family" — easy.com

Our top 100 most active easy brands

§

:
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To protect consumers from confusion, easyGroup® cannot allow third parties lo use the easy® brand without permission
See www.easy.com for the current list of cpproved easy” brands and email us if you encounter any brand theft.

easyStorage.com

RSP o
-

et
&

oSIM
travel data

£3.50

easySim global

SasyVoyage

easyBus.com




Breadth of
specifications

« "Bad faith cannot be
established solely on the basis
of the size of the list of goods

Everg reening To exclude a and services in the application
third party for registration” (SkyKick at
» Periodic re-registration [67])
to avoid revocation for *  Might be indicated by
non-use (Lidl v Tesco) lack of intent to use

« Cf. EU case of Athlet Ltd * Seminal case is Lindt —
filing to use against
existing third-party S

usage




o . "EUIPN_
Bad faith in the EU — CP 13 L

* Helps to analyse the possible existence
of bad faith, aims to ensure similar and
predictable decisions by authorities

« Definition of key notions and common understandings
of bad faith and dishonest intentions

« Non-exhaustive list of facets of bad faith

« Information on burden of proof, relevant point in time
and person of applicant in cases of bad faith 'COMMON PRACTICE

TRADE I\thK APPLICATIONS

« Non-exhaustive list of common factors for assessment MADE IN BAD FAITH

of bad faith, especially dishonest intention

MARCH 2024
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Bad fa

Opp

ith in the EU — AWK FLAGSHIP

osition against EUTM of one of our clients
— counterattack against AWK FLAGSHIP?

I@ cancellation due to non-use: still in grace period for use

i cancellation due to bad faith: grace period doesn'‘t apply

* Registered for 158 (!) retail services with no

connection to one another: medical supplies, bedding
for animals, car accessories, kitchen knives, batteries,

computer software, chocolate, weapons and many more

No intention to use trade mark for all services but
rather hindering third parties and blocking register
— bad faith (1?)

“AWKFLAGSHIP

35 FRetsil of third-party pre-paid cards for the purchase of muldmedia content Retail services for pharmaceutical, veterinary and sanitary
preparations and medical supplies; Retail services in relation to aloohalic beverages (except beer); Retall services in relation o hand-cperated
ervices in relation te hand-operated tools for construction; Retail services via global computer netwarks
ia global computer networks related to foodstuffs: Retsil sendces in relation to food cooking equipment: Retail
vices in relation to chemicals for use in horticulcure: Retail services in relation to hygienic implemen
miplements for humans: Retail services in relation to beauty implements for animals; Retail ser
for animals; Retail services relating to food preparation implements; Retail services via global computer networks related to non-alcchalic
beverages: Retail services in relation w preparations for making beverages: Online rezail services for downloadable and pre-recorded music and
es: Book club services retailing books to its members; Retail of third-party pre-paid cards for the purchase of clothing: Retail of third-party
pre-paid cards for the purchase of telecommunication services; Retail of third-party pre-paid cards for the purchase of entertainment services;
Retsil services in relation to preparations for making alcohalic beverages: Retsil services relating to audiovizual equipment Retail services
relating to alcoholic beverages; Retail services relating to horticultural preducts; Unmanned retsil store services relating to food; Unmanned retail
store senvices relating to drink: Retsil zenvic

implements for construction; Re
related to beer: Retail sarvices

EE

r humans; Retail services in relaticn to

beau

enic implements

mao!

cal equipment; Retsil services in relation to domessic electronic

ing accessories; Retail services in relation to heating equipment; Recai

or animals: Retail services in relation to litter for animals: Retai

Retail services
ith the sale of subscription boxes containing beers: Retail services connected with the sale of subscription boxes containing food:
ion to physical therapy equipment; Online retail store servi
€s in relation wo downloadable music
ices in relation to horticulture equipment Retsil services in relation to audi
n relation to medical apparat) frozen yopurts; Retail ser in relation to non-alcchaolic
] tail zervices in relation to 3 uttural equipment Ref
rvices in relation ta recorded content; Retail serv
Retail services in relstion to sex aids: Retail services in relation to zan installations: Retail services in relation
to veterinary instruments; Retail services in relation to disposable paper produ: Retail servi in relation o horticulture products; Retai
services in relation to mabile phon n to building materials; Retail services in relation to fashion Retail

fake furs: Retail services in relation to paints; Retail services relating to sporting goods; Retail services relating to flowers:

=il zervices relating to fruit Retail services relating to furs: Retail senvices relating to candy: Retaill services relating 1o delicatessen prod
il zervices relating to sutomaobile acceszories: Retsil services relating to automobile parts; Retail zarvices in relation o =afes; Ren
relation to kitchen appliances; Retail services relating to kitchen knives; Retail services relating to horticultural equipment; Re
o batreri
in relation te clothing acce:

es relating to

thing: Online retail store services relating
services in relation to wesrable computers: Retail s=
equipment R
beverages: R

visual

il services in relation
Ri

relation to dietetic preparations; Retail services in
relation to medical instrumean

essorie

services relating

il services in

il services relating

Retail services re

to fragrancing preparations: Retsil services relatin,
Retail vices relating to home textiles; Retail ser
n to bi

ng to accumulators; Retsil services in relation to bi
ries; Retail ices in relation to pet products; Re!
cle accessories; Retail services in relation to car accessories; Retail ser = in rel
n to hair prod Retail services in relation to tableware; Retail ser
supplements: Retail services in relation to furnizhin,
n to ice creams: Rezail =

ion to gardening
on to fuels; Retail servi
vices in relation to coffee; Retail services in relation to fodder for animals: Retail
vices in rel. n to chocolate: Rezail services in relation to
confectionery; Retail services in relation 1o desserts: Resil
struction equipment: Ret vices in relation to dairy produc

in rel

Retail senvio

in relation 1o wall coverings; Retail
arns; Retail serv

ices in relation to
nts: Recai

sices relating to food:;

ices in relation to

aning

Retail services in relation to heaters; Retai

il servicesin rel oiletries; Retail ser

s in rel

relation

o printed matter: R
n to lighting: Retail services in rel
il s=rvices in relation to water supply equipment Retsil services

on equipment; Re

il sery il services inre




Any guestions?




